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5 Reasons Your Trademark Wasn’t Accepted — Part Three:

So we've covered the issues of generic and conflicting trademarks, which are the most
common reasons why your trademark application may not be accepted by the government
department. The third in this series is one of the not-so-common problems...

Reason 3. Your Trademark is likely to deceive or cause confusion.

This probably sounds scarier than it actually is. A trademark can be difficult to register
where use of the trademark could be misleading to consumers. This would generally
happen because of some meaning or implication the trademark has in context of the
goods or services being claimed, for example:

e Character of the goods and/or services including their composition, nature or other
properties

e Quality or quantity of the goods and/or services

e Geographical origin of the goods and/or services e.g. Use of a geographical location in
relation to wine.

¢ Intended use or purpose of the goods and/or services

e Connection in the mind of the buying public with a person or organisation e.g.
Phonewords, domain names and use of a celebrity name.

Character and Intended use of the goods and/or services — If a trademark includes a
term that describes particular goods/services that is not covered in the classes applied for,
the trade mark may be considered misrepresentative. Purely as an example, an
application for “Mermaid Hand Cream” would attract this type of rejection if the class
specification didn’t actually include “hand cream”, as it's deceiving consumers into buying
something other than what the label suggests is in the package.

Geographical origin — Indicating a geographical location in your trademark would
suggest that your goods are sourced from or made in that location — it would be
considered confusing or deceptive if they in fact weren’t. A good example is wine; certain
countries, regions or localities are known for their quality, reputation or characteristic,
which is attributable to the wine having originated from there. To indicate a location in a
trademark for wine that does not come from that region would obviously be deceptive. If
the goods do originate from the location indicated, you would be able to overcome an
objection but you may be required to include an endorsement such as, “It is a condition of
registration that the trade mark will only be used in respect of wines produced
predominantly from grapes grown in the <....... > area.”

Connection with a person or organisation — If a trademark includes phonewords or
domain names, deception and confusion is likely to occur if you are not the owner or
authorised user. Overcoming this is relatively easy; all you need to do is prove you are the
owner of said phoneword/domain name. Using the name of a famous person in your
trademark would be deceptive if you have not obtained their permission to do so, as it
would appear to the public that this person is endorsing your goods and/or services.

To avoid set-backs in your trademark application process, like the ones outlined above,
consult a trademark professional before filing your application. It could actually save you
money, rather than costing you, as some objections can be avoided altogether by
addressing them before an application has been filed - someone experienced in
trademarks would be able to give you the information you may not otherwise know.
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Trademark Tip:

Keep proof of your owner-
ship of Domain Names
and/or Phone Words
handy to easily overcome
the objection discussed in
this issue.

When Word Gets Out

“You took the time to ex-
plain, and did what you
say you were going to do.
Happy customer!”

Hans Ten Bruin, Director
Professional Publishers
Pty Limited

‘ Complete IP recently entered CBS Interactive’s Best

Q o/ Beginnings Award 2011 - a competition designed to
h f promote and encourage small businesses... And we won!
e'l§ 2. Avery big thank you to everyone who voted for us and CBS
BEGINNINGS Interactive and BNET for running the competition. It was a
pleasant surprise to see at the end of the voting period that
we had achieved the most votes out of all the entries! And to be chosen from the finalists
by the BNET editorial panel to be the recipient of the marketing and advertising prize.
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safe break.

Our Clients: Congrats On Registration!

@azman

Cayman Villas offers an unsurpassed level of
accommodation with 4.5 star rated villas, 1, 2 & 3 bedroom
luxury apartments. The fully re-decorated property is set
amongst lush tropical gardens featuring expansive heated
horizon pool, and conveniently located to the icons of Port
Douglas.

cpiffas

PORT DOUGLAS

* EXCLUSIVE OFFER FOR CIP NEWS READERS *
Stay 4 nights and get 2 nights extra FREE!

Want More?

Got questions about any
topic covered in this news-
letter? Or would you like to

book a speaker on the
subject of business & IP?
Please contact us>>

As we say goodbye to 2011 and get ready to welcome the New Year, at
CompletelP we are also saying goodbye to one team member and

After 5 years of great service our senior consultant, Jacqui Pryor is
moving on. But rather than leaving us altogether, Jacqui will be providing
her trademark services to Complete IP from her own office through a

We are delighted to announce that Wendy McMahon has joined the
CompletelP team. Wendy is an experienced administrator and is
overseeing accounts, we look forward to showing her the trademark ropes!
And as the year winds down, it’s timely to reflect on the past as we move
into the new year. Five years ago we launched Complete IP with a dream to
offer benchmark client service, with excellent advice and value to our

/ Watching our clientele grow each year has given us the encouragement

Bl depth of relationship that many of you have brought to us over the years,
and we thoroughly appreciate your support.

From everyone at Complete IP, we wish you all a wonderful, warm and

Stay dates: November 15 to 24 December 2011; 10 January to 30 March 2012. Any room type. Subject to availability.

Contact - P: 07 4087 2300; E: info@caymanvillas.com.au; W: www.caymanvillas.com.au

®
F I TTE R CI S E Outdoor Group Fitness Training For all ages and fitness levels

‘-3 We train outdoors, have lots of fun while achieving results!
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What you can expect from our training sessions:
° weight loss

muscle tone, strength, endurance
cardiovascular fitness

flexibility, improved balance and coordination

Venue: Parkmore Primary School, Forest Hill, Victoria

JOIN NOW & FEEL BETTER!
For more information, ring Jane on 0404 876 833

heartsense

inspiring healthy living

Healthpoint® is Australia’s leading provider of interactive preventative screening tools and

content.

Healthpoint® comes in a range of touch screen formats and provides:

. Free health assessments
. Health information

. Sales tools

. Staff training

. Management reports

Contact - P: 1300 367 611; W: www.healthpointtech.com

Organiclaws

Maintaining Animal Wellness

to live a long healthy and disease free life.

W: www.organicpaws.com.au

ACT!

@ actic

Contact- M:0433 960 124; E: admin@organicpaws.com.au
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Formulated just as our canine companions are biologically designed to eat,
Organic Paws products are freshly frozen meals made with a variety of
Certified Organic Meats, Ground Bone and Organs. The recipes are then
complemented with Cod Liver Oil and Kelp to promote better health, energy
and general well being, giving our pets the best chance

Act Today is Australia's leading CRM software provider, specialising in
the No. 1 selling contact and customer management solution: Sage

We provide client tracking and maintenance capabilities, sales
functionality and marketing tools. Helping you to organize and

maximise your relationship and sales opportunities.

We deliver efficiencies within your business enabling your employees to share important information anywhere, anytime.

For more information give us a ring on: 1300 362 046, or email: sales@acttoday.com.au

P: 1300 365 715 F: 1300 365 719 E: office@completeip.com.au
PO Box 63, Boronia, Vic 3155 W: www.completeip.com.au

International P: +61-3-9761-3558
www.australiantrademarks.com.au
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